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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 and 12-25 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Miyatake et al. (US 
6,822,045). 

Patentees disclose a process in which a latex "A" (referred to as a "silicone rubber" but 
containing both containing acrylic as well as crosslinked silicone polymers) are 
coagglomerated with a latex "B" while conducting polymerization of vinyl rubbers, i.e. 
grafting is taking place during coagglomeration and as such the graft copolymers 
formed during the process would be coagglomerated. Note the Abstract in this regard. 
Redox polymerization is preferred for production of "B" at column 10, lines 41-43. Both 
"A" and "B" may be crosslinked at column 7, lines 17-20 as well as column 9, lines 33- 
36. It is noted that applicants "consisting of language only pertains to materials used in 
a redox system and do not exclude materials present in non redox systems such as 
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may possibly be present in patentees' final cografting step. In any case no evidence has 
been presented that the products of redox and non redox persulfate polymerization 
differ and as both types of systems result in addition polymerized acrylates the product 
of patentees and applicants would reasonably appear to be the same. 



Product-by-process claims are not rejected using the approach set out in 
Graham v. Deere . It is applicant's burden to show that there is a non-obvious difference 
between the product of a product-by-process claim and a prior art product which 
reasonably appears to be the same or only slightly different whether or not the prior art 
product is produced in the same manner as the claimed product. Note In re Marosi , 218 
USPQ 289, 292-293 (CAFC 1983); In re Brown , 173 USPQ 685 (CCPA 1972) and In re 
Thorpe , 227 USPQ 964 (CAFC 1985) in this regard. 



Claims 1-10 and 12-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miyatake et al. (US 6,822,045). 

No examples of processes having all of applicants limitations including use of redox 
polymerization to produce patentees" "B" which applicants may argue has a material 
effect on the product produced as compared to non redox or use of combinations of 
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redox, non redox polymerization. However choice of applicants various limitations from 
the patent would have been obvious to a practitioner having an ordinary skill in the art at 
the time of the invention in the expectation of adequate results absent any showing of 
surprising or unexpected results. 

It is noted that applicants newly added limitation to claim 1 was not present in any of the 
claims under appeal including claim 1 1 and therefore the allowability of claim 1 over 
Kempner is not contrary to the decision of the Board of Appeals. Applicants newly 
added limitation is not taught or suggested by Kempner and Kempner is therefore now 
no longer relied upon. 

Any inquiry concerning this communication should be directed to Jeffrey C. Mullis 
at telephone number 571 272 1 075. 



Jeffrey C. Mullis 
Primary Examiner 
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